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DETAILED ACTION 

Specification 

1 . The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: The specification teaches a ratio of surfactant to water of 

1 :46 to 1 : 1 0, while the claim teaches 4: 1 to 1 0: 1 . 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 7 and 8 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 7 teaches an "effective amount", without teaching what such is effective to 
accomplish. The scope of the claim is thus not clear. Dependent claim falls herewith. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-4 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Shachat (4012437). 

Shachat teaches compounds and methods for making such compounds within 
the scope of the present invention (see column 1, line 51 to column 3, line 61). 

6. Claims 1-4 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Horodysky (4587025). 

Horodysky teaches compounds and methods for making such compounds within 
the scope of the present invention (see column 1, line 35 to column 2, line 10 and 
example 1). 

7. Claims 6 and 7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
England (6720290). 

England teaches a composition used to treat a gas containing well (column 1 , 
lines 17-30), which can comprise a surfactant within the scope of the present invention 
(see column 2, lines 35-50). 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Qu (2002/0023752). 

Qu teaches a composition which can be used in gas wells (paragraph 0002), 
which can contain a zwitterionic surfactant within the scope of the present invention 
(0180). Qu differs in that in the structure I of paragraph 0180, a specific example of R6 
being alkylene of 2 is not disclosed. Qu however teaches that R6 is preferably alkylene 
of1 to 3, and discloses examples of R6 being 1 . It would thus be obvious to one of 
ordinary skill in the art to utilize compounds of Qu having R6 as alkylene of 2, given the 
teaching of Qu that such are preferable, and the exemplification of R6 being alkylene of 
1 , since compounds with such similar structures would be expected to have similar 
utility. 

10. Claims 1 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shachat (4012437). 

Shachat teaches compounds and methods for making such compounds within 
the scope of the present invention (see column 1, line 51 to column 3, line 61). Shachat 
differs from the present invention in that the use of an alkali metal hydroxide is not 
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disclosed. Shachat teaches that when an ester is used in the reaction, basic conditions 
may be used (column 4, lines 12-13). It would be obvious to one of ordinary skill in the 
art to use the most common bases, including alkali metal hydroxides to achieve basic 
conditions, when an ester is used in the reaction of Shachat. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Philip C. Tucker whose telephone number is 571-272- 
1095. The examiner can normally be reached on Monday - Friday, Flexible schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Philip C 
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